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tential for censoring advertising presented no First Amendment con-
cerns.197 Even if Samsung meant to spoof the famous letter turner,
perhaps making fun of Ms. White’s longevity and robotic demeanor,
the court found it potentially dispositive that Samsung also meant to
confuse consumers regarding White’s endorsement.198 Ultimately,
the court’s decision hinged on its belief that Samsung intended the
commercial as an advertisement.199 Once it decided that Samsung
primarily intended a “knock-off,” not a “parody,” it was able to ignore
the free speech implications of a judgment in White’s favor.200

B. Information Privacy and Proscribed Motivations

The discussion above reveals that one method for balancing socie-
tal interests with expressive rights is to scrutinize speaker motiva-
tions. Intellectual property law, particularly trademark doctrine,
hinges the success of its expression-based defenses on showings of
speaker “good faith” and noncommercial motive. This method at-
tempts to protect First Amendment values by only restricting speech
made with the wrong intentions.

To many First Amendment scholars, however, it is unclear why a
speaker’s motive should ever matter, particularly when primary con-
sideration is given to the First Amendment interests of listeners.201 If
First Amendment interests are meant to turn on the value or harm of
the speech to others, the speaker’s state of mind should be disre-
garded.202 The motivations of communicators seem largely irrelevant
if the First Amendment is meant to facilitate the search for truth or
provide information for democratic self-governance.208

Nevertheless, as in intellectual property law, intent should have
some role in assessing information privacy’s First Amendment bound-

197. Id. at 1401.

198. Id. at 1400-01.

199. Id. at 1401.

200. Id. On the other hand, without evidence of commercial intent, Rogers can be an
effective tool for defendants. To take one example, when high-end resort operator
Club Med sued the maker of a film titled Club Dread for trademark infringement,
the court looked favorably on the filmmaker’s Rogers defense. In determining
whether there was a likelihood of confusion, the court faulted Club Med for fail-
ing to offer any evidence of the filmmaker’s intent to confuse consumers. Most
significant for our purposes, later on in the opinion, the court highlighted the
evidence of such intent (or lack thereof) to hold that the filmmaker was “likely to
succeed on its First Amendment claim under Rogers and its progeny.” Club
Meditéranée, S.A. v. Fox Searchlight Pictures, Inc., No. 04-20273-CIV, 2004 WL
5589591, at *4 (S.D. Fla. Feb. 17, 2004).

201. Bhagwat, supra note 31, at 47.

202. Larry Alexander, Free Speech and Speaker’s Intent, 12 Const. CoMMENT. 21
(1995).

203. See Richards, supra note 14, at 394 (describing these as the “two principal theo-
ries of the First Amendment . . . recognized by courts and scholars”).
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aries. There are three main reasons for using intent to assess the con-
stitutionality of data privacy laws. First, from a practical perspective,
judges can easily incorporate an analysis of intent into their larger
consideration of the constitutionality of information privacy laws.
Many other areas of the law focus on evidence of mental state, includ-
ing some pockets of First Amendment jurisprudence.204 From crimi-
nal law to tort law, judges routinely must assess a defendant’s inner
thoughts in order to determine whether there has been a legal viola-
tion. Hence, there is a level of judicial comfort with examinations of
intent. As mentioned, a doctrinal innovation is more likely to take
root if it resembles other, more firmly established legal standards.205

Second, and more importantly, some consideration of intent makes
sense when other values behind the First Amendment are considered.
When speaker interests are taken into account, intent’s relevance be-
comes clearer. Much of First Amendment law is justified by reference
to speaker autonomy.206 Leslie Kendrick writes persuasively that it is
improper to hold speakers strictly liable for speech-related harms pre-
cisely because of these autonomy concerns.207 A legal regime that did
nothing to acknowledge speaker mental state would not show a proper
regard for speaker interests in being able to freely and openly
communicate.208

Third, some consideration of intent is necessary when punishing
speech to avoid undesirable chilling effects. Strict liability for speech-
related acts potentially stifles expression. By requiring some evidence
of a culpable mental state before holding a speaker liable, the law pro-

204. Speaker mental state has been used by the Supreme Court as the constitutional
fulerum to reconcile some aspects of tort law with the First Amendment. In ac-
tions for libel, defamation, and intentional infliction of emotional distress, the
publisher’s “actual malice” must be demonstrated; otherwise, the publisher’s
First Amendment interest prevails. New York Times Co. v. Sullivan, 376 U.S.
254, 287-88 (1964); Hustler Magazine, Inc. v. Falwell, 485 U.S. 46, 56 (1988).
Similarly, the Supreme Court allows punishment of speech that incites violence
but only after proof of specific intent. Virginia v. Black, 538 U.S. 343, 359 (2003);
Brandenburg v. Ohio, 395 U.S. 444, 447 (1969) (per curiam).

205. See supra notes 39—40 and accompanying text.

206. See, e.g., Hurley v. Irish-Am. Gay, Lesbian & Bisexual Grp. of Bos., 515 U.8S. 5§57,
573 (1995); see also C. Edwin Baker, Scope of the First Amendment Freedom of
Speech, 25 UCLA L. REv. 964, 1000 (1978) (“[Iln a just social order the law must
respect one’s choice of speech content.”); Robert Post, Equality and Autonomy in
First Amendment Jurisprudence, 95 MicH. L. Rev. 1517, 1525 (1997) (“To com-
promise individual autonomy is to compromise the foundation of the democratic
value of collective self-determination.”).

207. Leslie Kendrick, Free Speech and Guilty Minds (unpublished manuscript) (on file
with author); see also REsTaTEMENT (THIRD) OF TorTs: Propucts LiasiLiTy § 19
cmt. d (1998) (“Most courts express[ ] concern that imposing strict liability for the
dissemination of false and defective information would significantly impinge on
free speech . . . .”).

208. Kendrick, supra note 207, at 23.
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vides notice to those whose speech may cause sanctionable harms and
offers breathing space to those who (even if misguidedly) wish to
speak out of noble intentions.20? Thus, when evaluating a data user’s
First Amendment defense, some consideration should be paid to the
motivations guiding their data use.

These arguments have not gone unnoticed by some information
privacy scholars. In assessing First Amendment limits on informa-
tion-privacy protections, they recommend greater attention to speaker
interests and speaker mental state (and less of a focus on the category
of personal information used by the speaker).210 For example, Jane
Bambauer calls for an invigoration of the common law tort against
“intrusion upon seclusion” to address modern privacy concerns.211
Under Bambauer’s conception of the tort, certain observations of
human activities would be prohibited if the observation “incorporates
a sufficient amount of intent.”212 Part of this approach would require
scrutiny of the reasons behind the defendant’s use.213 Similarly,
Daniel Solove urges courts to resolve the privacy/free expression
boundary by adopting a more contextual approach.214 He contends
that by going beyond study of the data itself and determining which
motivations for secondary data use are acceptable and which should
prevent application of a First Amendment defense, privacy law could
more effectively address consumer injury.2156

Ultimately, intent’s role in representing speaker interests makes it
a necessary part of balancing information privacy with free speech.
But, for two main reasons, intent should not be a deciding factor in
most cases and its consideration should be closely cabined. First,
strenuous reliance on defendant intent offers little information for po-
tential litigants. Requiring courts to address the data privacy/free
speech balance by focusing exclusively on defendant motivation could
yield unintended consequences.216 Although courts may be comforta-

209. New York Times Co., 376 U.S. at 279; Leslie Kendrick, Speech, Intent, and the
Chilling Effect, 54 WM. & Mary L. Rev. 1633 (2013).

210. Bambauer, The New Intrusion, supra note 31, at 207-08; SOoLOVE, supra note 41,
at 47.

211. Bambauer, The New Intrusion, supra note 31, at 231.

212, Id.

213. Id.

214. SoLOVE, supra note 41, at 47.

215. See id.; Daniel Solove, The Virtues of Knowing Less: Justifying Privacy Protec-
tions Against Disclosure, 53 DukE L.J. 967, 976-77 (2003).

216. For example, some legal authorities already maintain that all uses of online data
are “commercial,” suggesting a relatively free hand for government regulation.
E.g., Trans Union Corp. v. FTC, 245 F.3d 809, 818-19 (D.C. Cir. 2001); see
McGeveran, supra note 35, at 1163; Richards, supra note 14, at 1192. But this is
completely at odds with the approach taken by the Supreme Court in Sorrell.
The pharmaceutical marketers in that case were engaged in commercial activity,
but the Court had no trouble asserting that important First Amendment inter-
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ble intuiting a defendant’s mental state, motive is hard for parties to
assess in advance of litigation. In the trademark context, courts have
given themselves wide latitude in determining bad faith.217 The Sec-
ond Circuit explains that “any evidence that is probative of intent to
trade on the protected mark would be relevant to the good faith in-
quiry” necessary to show descriptive fair use.218 Proof of intent to con-
fuse consumers surely seems relevant to this inquiry, but courts
sometimes construe bad faith more broadly and seize on any behavior
that seems to transgress standard commercial practice. For example,
a defendant’s decision not to purchase a readily available license to
use the trademarked song title “Sing, Sing, Sing” meant that it could
not defend its use of the term “Swing, Swing, Swing” to sell golf clubs
as fair use.219 In another case, the court highlighted the “hidden” na-
ture of metatag use of trademarks in rejecting a nominative fair-use
defense for such behavior.220 Trademark holders suing for infringe-
ment and defendants seeking the safe harbors of descriptive or nomi-
native fair use can find themselves on uncertain ground, not knowing
how a court will elect to interpret “bad faith.”

It is not only that “bad faith” is an amorphous category. Inquiries
into motive are inherently messy.221 Privacy scholars attempt to give
content to an information-privacy mental-state requirement by using
words like “deliberate,” “obnoxious,” and “a sufficient amount of in-
tent,” and contend that these terms will be concretized over years of
common law development.222 But these words seem plagued with the
same inherent opacity as “bad faith.”

Second, limiting the regulation of online data usage to acts done in
“bad faith” could short circuit regulatory efforts. Such proof could be
simply too hard for plaintiffs to come by and result in inevitable First
Amendment victories for data collectors and users. History shows
that intent requirements can sap the effectiveness of once promising
legal innovations, particularly when it comes to calibrating privacy
and free speech. One need look no further than the unrealized poten-
tial of longstanding common law privacy torts. Although states are
divided on this issue, the general trend is for common law private dis-

ests were at stake, enough so to strike down Vermont’s data privacy law. Sorrell
v. IMS Health Inc., 131 S. Ct. 2653, 2670 (2011).

217. As Bill McGeveran notes, some courts have merely reused their analysis of the
intent factor from the likelihood-of-confusion analysis to determine “good faith”
for purposes of the fair-use defense. See William McGeveran, Rethinking Fair
Use, 94 Iowa L. Rev. 49, 86 (2008).

218. E.M.I Catalogue P’ship v. Hill, Holliday, Connors, Cosmopulos, Inc., 228 F.3d 56,
66-67 (2d Cir. 2000); see also McCarTHY, supra note 183, at § 11:49 (discussing
statutory descriptive fair use).

219. EM.I, 228 F.3d at 66-67.

220. Tdata Inc. v. Aircraft Tech. Pub., 411 F. Supp. 2d 901, 910-12 (S.D. Ohio 2006).

221. West, supra note 47, at 638.

222. Bambauer, The New Intrusion, supra note 31, at 231-35.
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closure claims to require proof of intent; negligent disclosures are in-
sufficient to trigger liability.228 Intrusion upon seclusion claims also
require intent.224 There is wide agreement that by requiring proof of
intentional conduct, courts have eviscerated these causes of action.225
On the whole, plaintiffs simply cannot come up with, or lack the finan-
cial will to try to locate, sufficient evidence of intent to prosecute these
actions. A similar emphasis on intent in balancing new data privacy
protections with free speech concerns might produce parallel results,
in effect immunizing all data uses that are not obviously committed in
“bad faith.” The result would be a new round of measures designed to
safeguard privacy interests that would founder on the rock of too-
stringent mental-state requirements.

The better course is to presume that commercially motivated uses
of personal data deserve less First Amendment protection than most
other types of data usage. Apart from this presumption, speaker in-
tent should be relevant only in exceptional cases. First Amendment
claims for commercially motivated use of data should be greeted more
skeptically than noncommercial ones. For example, in the Sorrell
case,226 the use of prescribing data to market brand-name drugs to
physicians was commercially motivated and, hence, should have trig-
gered a lower tier of First Amendment review. This would have hap-
pened if the Sorrell court had assessed First Amendment interests in
the same manner as intellectual property law. For example, under
trademark doctrine, evidence of the speaker’s commercial motive
causes courts to downplay First Amendment interests (in the form of
the Rogers test).227 Employing commercial motive in this fashion
makes some sense given the Supreme Court’s commercial speech doc-
trine (ignored in Sorrell), which singles out speech made to propose a
commercial transaction for a lesser brand of First Amendment re-
view.228 It also follows intellectual property law’s longstanding prece-
dent—whether through the right of publicity’s predominant purpose
test, the first factor of copyright fair use, or application of trademark’s
Rogers test—of downgrading First Amendment arguments made by
commercially motivated speakers.229

223. See, e.g., Randolph v. ING Life Ins. & Annuity Co., 973 A.2d 702, 711 (D.C. 2009);
Hudson v. S.D. Warren Co., 608 F. Supp. 477, 481 (D. Me. 1985).

224. Bailer v. Erie Ins. Exch., 687 A.2d 1375, 1380-81 (Md. Ct. App. 1997); RESTATE-
MENT (SECOND) oF TorTs § 652B.

225. See Citron, supra note 33, at 1828.

226. Sorrell v. IMS Health Inc., 131 S. Ct. 2653 (2011).

227. See, e.g., E.S.S. Entm’t 2000, Inc. v. Rock Star Videos, Inc., 547 F.3d 1095 (9th
Cir. 2008).

228. E.g., Bd. of Trs. of N.Y. v, Fox, 492 U.S. 469, 480 (1989).

229. With some justices calling for the general abandonment of the commercial speech
doctrine, see 44 Liquormart, Inc. v. Rhode Island, 517 U.S. 484, 517 (1996)
(Scalia, J., concurring in part); id. at 522-23 (Thomas, J., concurring in part),
learning the particular lessons of intellectual property law with regard to com-
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Apart from consideration of commercial intent, courts and legisla-
tors should limit the number of proscribed motivations eligible for con-
sideration. A generalized inquiry into “bad faith” should be avoided.
Instead, to avoid some of the problems that have plagued both trade-
mark’s fair-use defenses and the common law privacy torts, unaccept-
able motivations for data collection should be specifically described in
new information privacy statutes. One could envision proof of intent
to defraud consumers automatically invalidating a data user’s free
speech argument. Perhaps exceptions for collection and use of per-
sonal data motivated by scientific research or law enforcement pur-
poses could be written into the new data-privacy laws. Outside of
these clearly delineated boundaries, however, speaker motivation
should not control when weighing information privacy against free
speech.230 Instead, a third consideration needs to be added to the mix.

V. ASSESSING THE DEFENDANT'S SPEECH CONTRIBUTION

Thus far, we have considered two potential mechanisms for cali-
brating privacy with free speech. One trains its attention on the sub-
ject of the speech, i.e., the plaintiffs original communicative
contribution. Another scrutinizes the defendant’s motives. A third
approach examines the defendant’s activity, not for evidence of bad
faith or commercial motivation, but to assess the defendant’s contribu-
tion to public discourse. This approach is particularly prevalent in
cases addressing First Amendment challenges to the right of publicity.
Judicially devised doctrinal defenses evaluate the defendant’s speech
contribution and determine free speech interests on that basis. Simi-
lar measures, considered in conjunction with the first two approaches,
could offer a more balanced means for calibrating data privacy with
free speech, one that would uphold the constitutionality of tailored
limitations on the collection and use of online personal data.

A. IP’s Formalized Mechanisms for Assessing New
Expression

All three intellectual property regimes, at times, scrutinize the de-
fendant’s speech contribution to determine whether the property right
at issue should yield to First Amendment interests. Trademark courts
sometimes engage in an ad hoc balancing test designed to safeguard a
defendant’s valuable expressive activities. In this test, a court scruti-
nizes the manner in which the defendant uses the plaintiff’s trade-

mercial motivation becomes all the more imperative if meaningful data privacy
protection is to be realized.

230. Cf. Joseph Blocher, Nonsense and the Freedom of Speech: What Meaning Means
for the First Amendment 51 (unpublished manuscript) (on file with author) (dis-
cussing value of clarity in First Amendment doctrine).
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mark.231 If it is recognized from the outset that the defendant is using
the plaintiff's mark in a socially valuable, expressive way, the court
will apply that understanding to the multifactor likelihood-of-confu-
sion test.232 One commentator describes this as “putting a discrete
judicial finger on the scales in favor of the defendant.”233 This ap-
proach has been used to protect the unauthorized use of trademarks
for purposes of parody and political speech.234

The right of publicity and copyright law adopt similar but much
more formalized approaches. By potentially allowing celebrities and
authors to block downstream expression, the right of publicity and
" copyright threaten new speech. In assessing this threat, courts have
articulated two defenses meant to balance intellectual property inter-
ests with the First Amendment: transformativeness and
newsworthiness.

1. Transformativeness

In assessing a First Amendment defense to a celebrity’s charge of
publicity-rights infringement, courts examine the “transformative-
ness” of the defendant’s expressive activity. This is an independent
and absolute defense to a prima facie violation of the right of publicity.
First articulated over a decade ago by the California Supreme Court in
Comedy III Productions v. Saderup:

[The transformativeness] inquiry is whether the celebrity likeness is one of
the raw materials from which an original work is synthesized, or whether the
depiction or imitation of the celebrity is the very sum and substance of the
work in question.235

This is a broad standard for First Amendment immunity from suit.
The Saderup court was careful to note that “transformative” contribu-
tions could take a wide range of forms and should not be limited to
types of speech already well-recognized under the First Amendment,
such as parody.236 Under the transformativeness analysis, unautho-
rized use of the persona in a new context or to make an unexpected
expressive point is protected speech.237

231. 6 McCartHY, supra note 183, at § 31:139.

232. Id.

233. Id.

234. E.g., Utah Lighthouse Ministry v. Found. for Apologetic Info. & Research, 527
F.3d 1045, 1057 (10th Cir. 2008); MasterCard Int’l v. Nader 2000 Primary Comm.
Inc., 70 U.S.P.Q.2d 1046, 1050-51 (S.D.N.Y. 2004).

235. Comedy III Prods., Inc. v. Gary Saderup, Inc., 21 P.3d 797, 800-01, 809 (Cal.
2001).

236. Id. at 809.

237. Other courts have followed the California Supreme Court’s lead. In determining
whether an artist’s representation of Tiger Woods was transformative, and there-
fore immune from an infringement suit, the Sixth Circuit ignored whether the
artist intended to profit from Woods’s celebrity. What was critical in determining
the proper weight of the expressive interests at play was the presence of “sub-
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The transformativeness standard is best understood in contrast to
the previous mechanisms discussed for balancing intellectual property
rights with free expression. In assessing transformativeness, a court
analyzes the defendant’s expressive project, not the type of expression
first created by the plaintiff. This approach emphasizes the defen-
dant’s contribution to public discourse, not the legal entitlement held
by the plaintiff. For example, when right-of-publicity defendants have
appropriated celebrity personas and turned them into video game ava-
tars, the courts have looked to the degree of change to the persona.
When Sega took singer Kieran Kirby’s likeness but also contributed a
dissimilar physique, different costumes, and portrayed her as a
twenty-fifth-century news reporter, the court concluded that a “trans-
formation” had taken place.238 On the other hand, when video game
manufacturers import college athletes into their games without some-
how altering their appearance or expected role, transformation has
not been found and the defendant’s First Amendment argument
fails.239

The transformativeness inquiry ignores considerations of intent.
For example, when DC Comics published two comic books featuring
characters with names and physical features similar to two real-life
musicians, rockers Johnny and Edgar Winter, the Winters sued for
violation of their right of publicity.240 DC Comics asserted a First
Amendment defense.241 In response, the Winters maintained that the
comic book manufacturer had intentionally borrowed their likenesses
to generate interest and stimulate sales.242 The California Supreme
Court explained that, in evaluating whether DC Comics’ use was
transformative and, consequently, protected under the First Amend-
ment, such evidence of intent was “irrelevant.”243 “The question is
whether the work is transformative,” the Court noted, “not how it is
marketed.”244 Similarly, when a video game manufacturer used the
name and most popular song of the rock band The Romantics without

stantial transformative elements,” which meant that the work was “entitled to
the full protection of the First Amendment.” See, e.g., ETW Corp. v. Jireh Pub,,
Inc., 332 F.3d 915, 951 (6th Cir. 2003).

238. Kirby v. Sega of Am., Inc., 144 Cal. App. 4th 47, 59 (2006).

239. In re NCAA Student-Athlete Name & Likeness Licensing Litig., 724 F.3d 1268,
1276 (9th Cir. 2013); Hart v. Electronic Arts, Inc.,717 F.3d 141, 166 (3d Cir. 2013)
(“If we are to find some transformative element, we must look somewhere other
than just the in-game digital recreation of Appellant.”); Davis v. Electronic Arts,
Inc., No. 10-03328 RS, 2012 WL 3860819 (N.D. Cal. Mar. 29, 2012); Keller v.
Electronic Arts, Inc., No. C 09-1967 CW, 2010 WL 530108 (N.D. Cal. Feb. 8,
2010).

240. Winter v. DC Comics, 69 P.3d, 473, 476 (Cal. 2003).

241. Id.

242, Id. at 479-80.

243. Id. at 479.

244, Id.



2014] INTELLECTUAL PROPERTY’S LESSONS 789

permission, the determinative issue was the manufacturer’s addition
of “numerous creative elements,” not the manufacturer’s intent to
trade on The Romantics’ popularity.245

Transformativeness is also a consideration in copyright fair use
and, as with the right of publicity, it requires an assessment of the
defendant’s speech contribution. Unlike the other three copynght
fair-use factors, the first factor engages with the defendant’s appropri-
ation by inquiring into its “purpose and character.” In considering the
first factor, courts will inquire as to whether the defendant’s use was
“transformative.” Copyright’s transformation analysis has been used
to immunize a broad array of unauthorized uses of copyrighted mater-
ials, particularly when those uses serve an entirely new purpose from
the original. For example, the Google search engine’s unauthorized
creation of “thumbnail” copies—reduced, lower-resolution versions of
the copyrighted, full-sized images featured on third-party Web sites—
to create a searchable index was considered transformative and,
therefore, fair use.246 So was an artist’s unauthorized use of a photog-
rapher’s “serene,” black and white, naturalistic photographs of human
subjects for a “crude and jarring” collage that incorporated color and
distortion.247 On the other hand, unauthorized uses that do not em-
ploy the original work for a new purpose will not be deemed trans-
formative. For example, the unauthorized photocopying of scientific
journal articles for use in laboratories was not considered transforma-
tive and, therefore, did not constitute fair use.248 The Second Circuit
concluded such copying is disfavored under the first factor, even if un-
dertaken for “archival” purposes, because it “merely supersedes the
objects of the original creation.”249

2. Newsworthiness

In addition to the transformativeness defense, courts have created
an alternative standard for reconciling the right of publicity with free
speech interests. A newsworthiness defense exempts journalistic uses
of celebrity, even when the journalism at issue consists only of mun-

245. Romantics v. Activision Publ’g, Inc., 574 F. Supp. 2d 758, 762, 766 & n.3 (E.D.
Mich. 2008).

246. Perfect 10, Inc. v. Amazon.com, Inc., 508 F.3d 1146, 1168 (9th Cir. 2007).
247. Cariou v. Prince, 714 F.3d 694, 706 (2d Cir. 2013).

248. Am. Geophysical Union v. Texaco, Inc., 60 F.3d 913, 923 (2d Cir. 1995). In other
cases, courts have recognized exact copies made for a completely, separate pur-
pose from the original as being transformative under the first fair-use factor.
E.g., Kelly v. Arriba Soft Corp., 336 F.3d 811 (9th Cir. 2003).

249. Texaco, 60 F.3d at 919-20 (alteration in original) (internal quotation marks
omitted).


https://Amazon.com

790 NEBRASKA LAW REVIEW [Vol. 92:746

dane celebrity gossip.250 (Newsworthiness is not a consideration
under copyright fair use.251) Courts adjudicating California law have
described this inquiry in an open-ended fashion, characterizing the
analysis as whether the defendant’s work “concerns a matter of public
interest.”252 Although one court has attempted to limit the definition
of public interest,253 others hold that even works of entertainment re-
ceive constitutional protection under the newsworthiness exception if
they fulfill an “informative role.”254

As with the transformativeness defense, the newsworthiness de-
fense focuses on the nature of the defendant’s contribution, not the
character of the interest held by the plaintiff. The exemption applies
to any use of celebrity personae in a presentation deemed to be
“news.”255 In this context, “news” has been defined generously, apply-
ing to much more than just conventional news sources and covering
much more than political journalism.256 Courts have also been gener-
ous in determining which personas can be newsworthy, even sug-
gesting in a recent case that “liking” something on Facebook is
“newsworthy” to the user’s circle of Facebook friends.257 By defining
“news” in such a broad manner, courts train their First Amendment
analysis on the defendant’s use of the celebrity material rather than
on the type of subject matter that the celebrity plaintiff is claiming an
interest in.

250. See, e.g., Toffoloni v. LFP Publ’g Grp., LLC, 572 F.3d 1201, 1208 & n.2 (11th Cir.
2009); Titan Sports, Inc. v. Comics World Corp., 870 F.2d 85, 87-88 (2d Cir.
1989).

251. The Supreme Court explicitly rejects any special First Amendment defense in
copyright cases for news reporting. Harper & Row, Inc. v. Nation Enters., 471
U.S. 539, 557 (1985); see also Monge v. Maya Magazines, Inc., 688 F.3d 1164,
1183 (9th Cir. 2012) (“Waving the news reporting flag is not a get out of jail free
card in the copyright arena.”). In fact, courts adjudicating fair-use defenses are
quite willing to second-guess journalistic assertions regarding the importance of
particular copyrighted material to a particular news article or broadcast. E.g.,
L.A. News Serv. v. KCAL-TV Channel 9, 108 F.3d 1119, 1123 (Sth Cir. 1997); see
Bartholomew & Tehranian, supra note 36, at 18-21.

252. Davis v. Electronic Arts, Inc., No. 10-03328 RS, 2012 WL 3860819, at *6—*7 (N.D.
Cal. Mar. 29, 2012); Keller v. Electronic Arts, Inc., No. C 09-1967 CW, 2010 WL
530108, at *5-*6 (N.D. Cal., Feb. 8, 2010).

253. See, e.g., Hilton v. Hallmark Cards, 580 F.3d 874 (9th Cir. 2009).

254. Davis, 2012 WL 3860819, at *7; Gionfriddio v. Major League Baseball, 94 Cal.
App. 4th 400, 410 (2001); Dora v. Frontline Video, Inc., 15 Cal. App. 4th 536, 543
(1993).

255. Lerman v. Flynt Distrib. Co., 745 F.2d 123, 131-32 (2d Cir. 1984).

256. E.g., C.B.C. Distribution & Mktg., Inc. v. Major League Baseball Advanced Me-
dia, L.P., 505 F.3d 818, 823—-24 (8th Cir. 2007); Chapman v. Journal Concepts,
Inc., 528 F. Supp. 2d 1081, 108485, 1096 (D. Haw. 2007); Time Inc. v. Sand
Creek Partners, L.P., 825 F. Supp. 210, 213 (S.D. Ind. 1993).

257. Fraley v. Facebook, 830 F. Supp. 2d 785, 804-05 (N.D. Cal. 2011).
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Also like the transformativeness defense, in determining new-
sworthiness, the motive of the journalist/defendant is not a considera-
tion. As explained by one court:

[Tlhe fact that a publication may have used a person’s name or likeness solely
or primarily to increase the circulation of a newsworthy article—and thus to
increase profits—does not mean that the name or likeness has been used for
trade purposes within the meaning of the statute . . . .Whether an item is
newsworthy depends solely on the content of the article—not the publisher’s
motive to increase circulation.258
This can hold true even if the defendant obviously employed the plain-
tiffs persona for a commercial purpose. For example, when the San
Jose Mercury News took quarterback Joe Montana’s likeness not only
for its front page, but also to sell commemorative posters, the court
immunized the use under the newsworthiness exception.259

B. Evaluating the Speech Contributions of Data Users

Both the transformativeness and newsworthiness defenses focus
on the defendant’s expressive project. Adapting these defenses to in-
formation privacy law would represent a major legal innovation. As
stated above, when the First Amendment and privacy protections con-
flict, courts currently look to categorize the information at issue in-
stead of examining the context in which that information is being
used.260 For the most part, this has resulted in First Amendment im-
munity for those using information others wish to keep private.261

The right of publicity’s focus on the defendant’s speech contribu-
tion offers a critical missing ingredient for addressing the constitu-
tionality of new information privacy laws. Perhaps publicity rights
law has so much to offer in the data privacy context because of its own
origin as a type of quasi-privacy interest.262 By itself, merely catego-
rizing the plaintiffs communication fails to engage with the real
harms of data privacy. Similarly, exclusive or undue emphasis on the
defendant’s mental state could lead to unpredictable results, poten-
tially immunizing virtually all third-party data usage from regulation.
Although analyses of speech categories and speaker intent have their
place in reconciling privacy with free expression, the transformation
and newsworthiness tests offer a much-needed additional component
to any such reconciliation. The tests provide a richer, normative
framework for courts that allows for consideration of important, yet
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heretofore neglected, interests. In short, they present a better oppor-
tunity for balance.

The transformativeness and newsworthiness tests have two partic-
ular qualities that recommend their application in the data-privacy
context. The first is their track record of actually balancing free
speech concerns with other societal interests, instead of simply de-
manding an overriding deference to the First Amendment. One criti-
cism of existing privacy torts is that they are conceptualized at a level
of individual injury.263 As a result, any court weighing that individ-
ual injury against the broader societal interest in free speech will al-
ways find the latter more compelling.264 Commentators argue that
this has unfairly doomed the privacy torts to failure.265 For example,
the common law tort for revealing private facts has largely been read
out of existence by courts concerned with safeguarding the expressive
output of the press. A media defendant invoking the larger social in-
terest in free expression will always trump the single plaintiff com-
plaining about violation of her individual privacy.266

This has not been the case, however, with the publicity-rights tort.
In determining whether the newsworthiness defense is satisfied,
courts have noted potential consequences not only for audiences for
celebrity speech but also to the incentives necessary for creative
presences like actors and musicians to function. Rather than simply
asking if the defendant’s expression is “news,” the courts undertake a
larger inquiry into whether the defendant’s use of the celebrity per-
sona represents a real counterpoint to the celebrity voice. Hence, the
newsworthiness defense has been upheld when the speech at issue
represents some sort of news reporting2?67 or “editorial opinion,”268 but
it has been disallowed when the defendant’s expression was designed
to sell rather than inform.269

Second, by focusing on the defendant’s speech contribution, the
transformativeness and newsworthiness defenses allow for the consid-
eration of multiple normative frames, including the autonomy inter-
ests of both listeners and speakers and the fairness concerns of
consumers. Some have noted that the Sorrell decision is rooted in a
single First Amendment perspective—one that views the market for
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online speech as controlled by equally autonomous actors.270 Under
what Shubha Ghosh labels the “classic liberal perspective,” the Sorrell
Court viewed doctors, pharmaceutical marketers, and consumers as
all equally capable of making informed decisions regardless of the
marketers’ ability to use prescribing information to generate individu-
ally tailored commercial appeals. Under the liberal perspective, data-
collecting businesses pose no threat to consumers because government
actors can alert consumers to undesirable data collection practices,
and consumers can simply opt out of such practices. As a result, there
is little need for legal safeguards against data collection and use.

In contrast to the Court’s approach in Sorrell, in applying the
transformativeness test, courts have demonstrated a nuanced recogni-
tion of the tradeoffs between free speech and other social interests.
The expansive nature of the transformativeness test has encouraged
courts to engage with free speech issues on multiple normative fronts.
Rather than being limited to the liberal perspective, another First
Amendment perspective, personal autonomy, is front and center in
these discussions. For example, in evaluating the “transformative-
ness” of an unauthorized painting of Tiger Woods, the Sixth Circuit
noted not only the First Amendment’s goal of advancing knowledge
through “a free marketplace of ideas,” but also its “fulfillment of the
human need for self-expression,” an autonomy interest.27t Similarly,
when a federal court recently had to determine the duration of public-
ity rights under New Jersey common law, a decision with direct impli-
cations for free speech, it noted that one of the rationales for
recognizing a right of publicity remains its protection of “an individ-
ual’s interest in personal dignity and autonomy.”272 The plaintiff was
the purported beneficiary of Albert Einstein’s publicity rights under
his will.278 The defendant, an advertiser that used Einstein’s image
without permission, contended that whatever rights the beneficiary
held, they were no longer valid since Einstein had been dead for more
than fifty years.274 Ultimately, the court denied the plaintiff's request
for a right of longer duration, explaining that “the personal interest
that is at stake becomes attenuated after the personality dies.”275
Hence, the court adopted an autonomy perspective, calibrating the
temporal length of the right according to one’s personal interest in
self-fulfillment.
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This speaks to a larger point about the need for an adaptable
method for calibrating information privacy with the First Amend-
ment. “Transformativeness” and “newsworthiness” are broad con-
cepts. Rather than this ambiguity being a detriment, it permits a
certain amount of flexibility as legal decision-makers respond to
greater knowledge of existing technology. Whereas judges may once
have viewed simply creating an avatar based on a real-life celebrity as
transformative, this may no longer, by itself, represent a significant
expressive contribution and, hence, merit less speech protection.290
Similarly, uses of personal data that once seemed innovative may be-
come commonplace and, therefore, deserve less regulatory deference.
The key is to implement a richer framework for balancing information
privacy and free speech. Otherwise, despite the significant harms
that can arise from data collection and use, First Amendment argu-
ments will always legitimate such behavior. By borrowing from intel-
lectual property’s playbook, information privacy law can support a
constitutionally level playing field between consumers and commer-
cial actors.

VI. CONCLUSION

There is an inherent tension between the desire to keep informa-
tion private and the desire to share that information with others. On-
line technology amplifies the clash between the two desires by both
allowing for more and more data to be compiled on individual consum-
ers and by making it easier for that data to be repackaged and commu-
nicated to others. In figuring out how to resolve this tension, courts
and legislatures do not need to reinvent the wheel. A similar tension
exists between the legal system’s award of rights in intangible cre-
ations to individual actors and the need for downstream actors to util-
ize those creations. One side wants to hold on to information; the
other wants to broadcast it to others. As a result, intellectual property
law has developed and refined a variety of approaches for addressing
free speech concerns.

One approach, best represented by copyright law, weighs free
speech interests by focusing on the subject matter of the plaintiffs
communication. Another offers defendants a variety of speech-protec-
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